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DETAILED ACTION 

1 . This Office Action follows a response filed on February 12, 2007. Claims 

1. 22 and 31 have been amended; claims 2, 7-9 and 13-15 have been cancelled; 
none of the claims have been added. 

2. Claims 1 , 3-6, 10-12 and 16-41 are active. 

Claim Rejections - 35 USC § 102 

3. The text of this section of Title 35 U.S.C. not included in this action can be 
found in a prior Office Action. 

Claim Rejections - 35 USC § 103 

4. The text of this section of Title 35 U.S.C. not included in this action can be 
found in a prior Office Action, 

5. Claims 1, 3-6, 10-12, 16-22 and 31-35 are rejected under 35 U.S.C. § 
102(b) as being anticipated by Martin et al. (U. S. Patent Application Publication 
2003/0191231), for the rationale recited in paragraph 2 of Office Action dated on 
August 11, 2006, and comments below. 

6. Claims 23-30 and 36-41 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Martin et al. in view of Johnson et al. (U. S. Patent 5,837,045), 
for the rationale recited in paragraph 3 of Office Action dated on August 11, 
2006, and comments below. 

Response to Arguments 

7. Applicants traverse the rejection of claims 1-22 and 31-35 under 35 U.S.C. 
§1 02(b) as being anticipated by Martin et al. (U. S. Patent Application. Publication 
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2003/0191231). Applicant's arguments have been fully considered but they are 
not persuasive. 

8. Applicants contend that Martin et al. does not disclose a dispersant 
composition comprising these two distinct components. Rather, Martin et al. 
describes a composition, which includes a crosslinkable polyester oligomer. This 
single component "preferably contains a sufficient concentration of bound 
hydrophilic water-dispersing groups" (see paragraph [0062]), which can be "ionic 
water-dispersing groups or non-ionic water dispersing groups" (see paragraph 
[0063]). An example of a preferred non-ionic water-dlispersing group is a 
polyalkylene oxide group (see paragraph [0063]), and an example of a preferred 
ionic water-dispersing group is a carboxylic acid group (see paragraph [0064]). 
However, there is no disclosure anywhere in Martin et al. of the use of both a: 
water-insoluble polyalkylene oxide surfactant and a polymer comprising at least 
one salt of a carboxylic acid group. There is no disclosure of either a polymer 
comprising at least one salt of a carboxylic acid group or a water-insoluble 
polyalkylene oxide (page 15, 2 nd and 3 rd paragraphs). 

It is noted that Martin discloses that preferred non-ionic water-dispersing 
groups are polyalkylene oxide groups, more preferably polyethylene oxide 
groups. A small segment of the polyethylene oxide group can be replaced by 
propylene oxide segment(s) and/or butylene oxide segment(s), however the 
polyethylene oxide group should still contain ethylene oxide as a major 
component (page 4, [0062]-[0063]). These components can be readable as non- 
ionic surfactant i) in instant claim 1 . 
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Martin discloses that preferably at least 30%, more preferably at least 
60%, most preferably at least 90% and especially at least 94% by weight of the 
dispersed polymer(s) is present as insoluble polymer over the whole pH range 
(page 7, [0090]), and exemplified NeoCryl BT-24 (acrylic emulsion polymer) 
(page 15, [0197), which is also discloses in the specification (Example 1, page 
13, [0044]). This component can be readable as component ii) in instant claim 1 . 

Therefore, all the limitations of instant claim 1 are expressly met by Martin. 

9. Applicants contend that Martin's aqueous composition comprises the 
disclosed crosslinkable, water-dispersible polyester oligomer(s) (see paragraph 
[0018]) and preferably includes a dispersed polymer that is not the polyester 
oligomer (see paragraph [0088]). Thus, a polyester oligomer is combined with a 
dispersed polymer to. further improve the provision of a binder system for 
providing an aqueous coating composition with the target advantageous 
properties (see paragraphs [0092]-[0094]). This composition can be used as the 
principle component in a coating formulation, which includes various cosolvents 
(see paragraph [0132]). 

10. Applicants contend that as noted by the Examiner, types of dispersed 
polymers of Martin et al. include acrylic emulsion polymers, such as those shown 
in the Examples of the present invention. However, these polymers are examples 
of water-based resins used in the disclosed aqueous coating compositions (see 
paragraphs, [0038]-[0039] of the present specification). Thus, to one skilled in the 
art, Martin et al. does not disclose a dispersant composition that can be used to 
prepare a pigment composition or an aqueous coating composition, as in the 
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present invention, but rather describes an aqueous coating composition 
comprising a water-based resin that can be further formulated with additional 
cosolvents (page 16, 2 nd and 3 rd paragraphs). 

11. It is well settled that "an applied reference may be relied upon for all that it 
would have reasonably suggested to one of ordinary skill in the art, including not 
only preferred embodiment, but less preferred and even non preferred". Merck & 
Co, v. Biocraft Laboratories, 874 F.2d 804, 10 USPQ2d 1843 (Fed. Cir.), cert, 
denied, 493 U.S. 975(1989). 

12. Applicants traverse the rejection of claims 23-30 and 36-41 under 35 
U.S.C. § 103(a) as being unpatentable over Martin et al. in view of Johnson et al. 
(U. S. Patent 5,837,045). Applicant's arguments have been fully considered but 
they are not persuasive. 

1 3. Applicants contend that claims 23-30 depend directly or indirectly from 
claim 22. Applicant believes that claim 22 is patentable over Martin et al. since 
this reference does not disclose, teach, or suggest the recited dispersant 
composition and therefore also does not disclose, teach, or suggest a pigment 
composition comprising this dispersant composition. 

Furthermore, Johnson et al. cannot overcome the deficiencies of Martin et 
al. Rather, Johnson et al. discloses a modified colored pigment comprising a 
pigment having attached at least one organic group, where in the organic group 
comprises at least one ionic group, ionizable group, or mixture thereof. As noted 
by the Examiner, this modified pigment is readily dispersible in a liquid vehicle 
with the addition of a surfactant or other dispersing aid or additive. Thus, 
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Applicant believes that, one skilled in the art would not combine the teachings of 
these references since there would be no motivation for using a dispersant or 
surfactant with the modified pigment of Johnson et al. (page 19, 1 st and 2 nd 
paragraphs). 

14. In response to applicant's arguments against the references individually, 
one cannot show nonobviousness by attacking references individually where the 
rejections are based on combinations of references. See In re Keller, 642 

F.2d 41 3, 208 USPQ 871 (CCPA 1 981 ); In re Merck & Co., 800 F.2d 1 091 , 231 
USPQ 375 (Fed. Cir. 1986). 

15. It is noted that claim 22 is not patentable for the reasons explained above 
for claim 1 . 

It is further noted that Johnson discloses a surface-modified colored 
pigment which includes a colored pigment having no primary amines and at least 
one attached hydrophilic organic group, wherein said organic group comprises a) 
at least one aromatic group, and b) at least one ionic group or ionizable group, 
or a mixture of an ionic group or an ionizable group. The surface-modified 
colored pigment, due to the hydrophilic groups on its surface, is readily dispersed 
in a liquid vehicle without the addition of a surfactant or other dispersing aid or 
additive. The surface-modified color pigment may be used in a variety of 
aqueous systems including, but not limited to, coatings, paints, papers, 
adhesives, latexes, inks, toners, textiles and fibers. In addition, an aqueous 
composition is disclosed including water-based liquid vehicle and the surface- 
modified colored pigment described above (abstract). 
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Therefore, it would have been obvious to one having ordinary skill in the 
art at the time the invention was made to incorporate the surface-modified 
colored pigment which includes at least one attached hydrophilic organic 
group as taught by Johnson in Martin's dispersant polymer composition in order 
to obtain the compositions which exhibit improved latency and improved water 
fastness (US'045, col. 4, lines 47-49). Such aqueous compositions include, for 
example, automotive and industrial coatings, paints, papers, toners, inks, 
adhesives, latexes, textiles and fibers. The surface-modified colored pigment 
may be tailored to provide compatibility with the particular aqueous system and 
provide easier, more complete dispersion, improved colloidal stability and greater 
color intensity and shades (US'045, col. 2, lines 1-9), and thus to arrive at the 
subject matter of instant claims 23-30 and 36-41 . 

16. It is worth to mention that Examiner has cited particular columns and line 
numbers or figures in the references as applied to the claims for the convenience 
of the applicant. Although the specified citations are representative of the 
teaching in the art and are applied to the specific limitations within the individual 
claim, other passages and figures may apply as well. It is respectfully requested 
from the applicant, in preparing the responses, to fully consider the references 
in entirety as potentially teaching all or part of the claimed invention, as 
well as the context of the passage as taught by the prior art or disclosed by the 
examiner. 

17. In the light of the discussion above, the rejection of record has not been 
withdrawn. The rejection remains in force. 
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18. THIS ACTION IS MADE FINAL Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Conclusion 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Michael Bernshteyn whose telephone number 
is 571-272-241 1 . The examiner can normally be reached on M-F 8-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, David Wu can be reached on 571-272-1 1 14. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 

Michael Bernshteyn 
Patent Examiner 
Art Unit 1713 

MB 

04/12/2007 
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